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Examples of How to Respond to Written Description
Rejections - The Fundamentals of the Written
Description Requirement and Strategies for

Responding to Written Description Rejections –
Part II

By MICHAEL E. KONDOUDIS

This post is the second in a series addressing written description
rejections. The following are basic examples of responses to
written description rejections that apply some of the principles I
discussed in my earlier post on the fundamentals of the written
description requirement.

Examples

1. The Office Action Fails to Establish a Prima Facie Case

    The Office Action rejected claim 2 for allegedly failing to comply
with the written description requirement of the first paragraph of
35 U.S.C. § 112. Applicant respectfully submits that the Office has,
by only providing mere conclusory statements, failed to satisfy its
burden to articulate a prima facie case. Without adequate notice of
the basis of this rejection, the burden to rebut this rejection with
evidence and/or argument has not yet shifted to Applicant.

    The MPEP repeatedly warns that the Office bears an initial
burden of establishing a prima facie case when making a written
description rejection. (MPEP §§ 706.07, 2163 (III)(A)). A prima facie
case requires a reasonable basis to challenge the adequacy of the
written description. (MPEP § 2163.04). The MPEP equates this
reasonable basis with “a preponderance of evidence why a person
skilled in the art would not recognize in an applicant’s disclosure a
description of the invention defined by the claims.” (MPEP §
2163(III)(A)). Consequently, the Office must provide a reasonable
basis to reject a claim for failing to satisfy the written description
requirement, and this requires “a full development” of the reasons
showing that, by a preponderance of the evidence, a person of
ordinary skill in the art would not recognize a description of the
claimed invention in the disclosure. In this regard, the MPEP;
expressly instructs that merely conclusory statements are
insufficient. Rather, every written description rejection “should be
stated with a full development of the reasons rather than by a
mere conclusion….” (MPEP § 706.03). Stated another way, the Office
must adequately explain the perceived shortcomings of the
application so that Applicant is properly notified and able to
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respond. Finally, until the Office establishes a prima facie case, an
Applicant is not under an obligation to rebut the rejection. (MPEP §
2163.04). Applicant respectfully submits that such is the case here.

    The written description rejection is set forth in its entirety at
page 4 of the Office Action, and merely states that the radiator of
claim 2 is not supported by the specification. Absent from this
rejection, for example, are any “reasoned or supported statements”
supporting this rejection, as the MPEP expressly requires. Indeed,
the rejection is devoid of “evidence or reasons” as to why the
disclosure fails to reasonably convey to one of ordinary skill in the
art that Applicant possessed the claimed invention. Thus, the Office
has failed to set forth express findings of fact that support the
lack of written description conclusion as its own procedures
require. (MPEP §2163.04). Rather, the provided “reason” is a mere
conclusion, which the MPEP expressly warns is insufficient to
support this rejection. (MPEP § 706.03).

    The Office’s failure to meet its burden to articulate a
“reasonable basis challenging the adequacy of the written
description” with “findings of fact” is fatal to this rejection since
Applicant is under no burden to rebut it. (MPEP §§ 706.07, 2163,
2163.04). For this reason, this rejection is traversed.

    Accordingly, Applicant respectfully requests favorable
reconsideration and withdrawal of the rejection of claim 2 under
the first paragraph of 35 U.S.C. § 112.

    In the event that the Office maintains this rejection, Applicant
respectfully requests, in accordance with the principles of compact
prosecution, that the Office fully develop the reasons for this
rejection by articulating, on the record, “properly reasoned and
supported statements” that sufficiently explain what, in the
Examiner’s view, is missing from the written description.

2. A Substantive Response

    Claims 1-14 stand rejected under the first paragraph of 35 U.S.C.
§ 112 for allegedly failing to comply with the written description
requirement. Specifically, the Office Action contends that
Applicant’s disclosure does not sufficiently describe the steam
valve controller features of amended claims 1, 6, and 10. This
contention is respectfully traversed.

    When a disclosure describes a claimed invention in a manner that
permits one skilled in the art to reasonably conclude that the



PATENTABLY DEFINED
THE PATENT PROSECUTION BLOG OF MICHAEL E. KONDOUDIS

The Law Office of Michael E. Kondoudis, PC
A Professional Corporation Focused Exclusively on Intellectual Property Law

www.mekiplaw.com
mkondoudis@mekiplaw.com

+1-202-349-9850

© 2007-2008, Michael E. Kondoudis, All Rights Reserved

inventor possessed the claimed invention the written description
requirement is satisfied. (MPEP §2163 (emphasis added)). This
possession may be shown in any number of ways and an Applicant
need not describe every claim feature exactly because there is no in
haec verba requirement. (MPEP § 2163). Rather, to satisfy the
written description requirement, all that is required is
“reasonable clarity.” (MPEP § 2163.02). Also, an adequate
description may be made in any way through express, implicit, or even
inherent disclosures in the application, including words,
structures, figures, diagrams, and/or formulae. (MPEP §§ 2163(I),
2163.02). Finally, it is important to be mindful of the generally
inverse correlation between the level of skill and knowledge in
the art and the specificity of disclosure necessary to satisfy the
written description requirement. (MPEP § 2163(II)(A)(2)) (inventions
in “predictable” or “mature” require a lesser showing of possession
than inventions in more “unpredictable” arts).

    As the Office Action notes, independent claims 1, 6, and 10 now
recite a controller that operates steam valves to control the
feeding of steam into feed pipes. Applicant submits that one of
ordinary skill in the art would reasonably conclude that
Applicant’s disclosure adequately described the claimed invention
at the time of filing at least because:

    (1) the feature of the controller is at least impliedly taught by
the present application as it was originally filed; and

    (2) art to which the claimed invention belongs is mature and the
predictable nature of the art mandates a generally lower showing
of possession.

    A review of the present application reveals that Applicant
describes using steam valves to control operations of steam feed
pipes. (See application, e.g., paragraphs [0031], [0032], and [0036]-
[0038]). Those of ordinary skill in the art would understand that
such a disclosure at least implies the presence of some construct
to control the steam valves, especially in view of the maturity and
predictability of the subject art.

    Applicant also described and illustrated a controller 13 that
manages baking operations, including baking operations that include
steam. (See application, e.g., paragraph [0039]; FIGS. 2 and 3). Those
of ordinary skill in the art would understand that such a
disclosure at least implies (and arguably expressly describes) that
the controller controls the delivery of steam to the steam pipes.
Further, it is respectfully submitted that one of ordinary skill in
the art would have understood that such a controller could be
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used to control various operations of a steam oven through valve
control.

    In view of the foregoing, Applicant respectfully submits that
ordinarily skilled artisans would reasonably conclude that
Applicant possessed the claimed controller on the basis of the
aforementioned at least implicit descriptions. Applicant further
submits that this conclusion is buttressed by the maturity and
predictability of the art and because an adequate disclosure need
not be express or even implied. Thus, the present application
adequately describes the claimed invention.

    Applicant thus respectfully requests favorable reconsideration
and withdrawal of the rejection under 35 U.S.C. § 112.

    In the event that the Office maintains this rejection, Applicant
respectfully requests, in the interest of its policy of compact
prosecution, that the Office explain how the aforementioned
portions of the present application fail to communicate to a skilled
artisan that Applicant possessed the claimed invention.

3. Original Subject Matter is Rejected

    Claim 5 stands rejected under the first paragraph of 35 U.S.C. §
112. Specifically, the Office Action contends that the claim
recitation “a widget” is not adequately supported by the
specification. (Office Action, page 5). This contention is
respectfully traversed.

    To satisfy the written description requirement of the first
paragraph of 35 U.S.C. § 112, a disclosure need only describe a
claimed invention in a manner sufficient to reasonably convey to
those skilled in the relevant art that Applicant possessed the
claimed invention. This possession may be shown in any number of
ways and an Applicant need not describe every claim feature exactly.
(MPEP §2163 (emphasis added)). Rather, all that is required is
“reasonable clarity.” Also, original subject matter enjoys a “strong
presumption” of compliance with the written description
requirement. (MPEP §§ 2163 (I)(A), 2163(II)(A), 2163(II)(A)(3)(a)).

    The MPEP, in section 2163 (I)(A), identifies several factors that
are to be considered in a proper analysis of whether original
subject matter complies with the written description requirement,
including:

    1) the level of skill and knowledge in the art;
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    2) any disclosure of partial structure;
    3) any disclosure of physical/chemical properties;
    4) any functional characteristics/correlation between structure
and function; and

    Initially, it is important to recognize that the rejected subject
matter is original to this application. Thus, the Office must
overcome a strong presumption that the rejected claims with the
written description requirement. This is because a description as
originally filed is presumed to be adequate, unless or until
evidence or reasoning to the contrary has been presented by the
examiner sufficient to rebut the presumption. (MPEP § 2163.04).

    Applying these aforementioned factors to the present application
reveals that the claimed feature of “a widget” is adequately
described. [Application of factors regarding original subject
matter].

    *****
    Accordingly, favorable reconsideration and withdrawal of the
rejection under 35 U.S.C. § 112 are respectfully requested.


