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Improper Final Rejections and Suggestions for
Avoiding Them (and Hopefully the Expense
Of Having to Request Their Withdrawal)

By MICHAEL E. KONDOUDIS

Patent examination in the U.S. Patent Office is guided by the
principles of compact prosecution, which I discussed in some detail
in an earlier post here. Under the principles of compact
prosecution, second Office actions are typically final.

The finality of second Office actions is addressed in section
706.07(a) the Manual of Patent Examining Procedure (MPEP), which
provides that “Under present practice, second or any subsequent
actions on the merits shall be final, except where the examiner
introduces a  new ground of rejection that is neither necessitated
by applicant’s amendment of the claims nor based on information
submitted in an information disclosure statement during the period
set forth in 37 C.F.R. §1.97(c) with [the appropriate fee].”

37 C.F.R. §1.97(c) provides that [upon satisfying certain
prerequisites] an information disclosure statement shall be
considered by the Office if it is filed after a first or non-final
Office action but before the mailing date of a final Office action, a
notice of allowance, or an action that otherwise closes
prosecution.

Thus, when the Office has to introduce a new ground of rejection
and that new ground of rejection is not necessitated by either:

(1) a claim amendment; or

(2) information submitted by the applicant between the immediately
preceding action and a current Office action

then the next Office action cannot properly be made final.

So, for example, when a non-final Office action wholly fails to
address a claim or fails to explain the basis for a rejection and the
basis is not already of record, the finality of a next Office action
rejecting that claim may be precluded. In the latter scenario, there
are two arguments for this preclusion. First, any detailed rejection
of the subject claim(s) in a next Office action may constitute a new
ground rejection that was not necessitated by a claim amendment or
an IDS. Second, the failure to adequately articulate the basis for
rejecting a claim is a failure to provide the adequate notice that
shifts the burden of rebuttal to the applicant. This is especially
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important when technical (non-art) rejections (e.g., §101
(patentable subject matter) are at issue because of the specific
instructions of sections of the MPEP such as § 706.03 (major
technical rejections (e.g., lack of proper disclosure, undue
breadth, utility, etc.) should be stated with a full development of
the reasons rather than by a mere conclusion coupled with some
stereotyped expression).

Also, when an applicant successfully traverses a rejection by
argument alone (e.g., presents a persuasive patentability argument
or disqualifies cited art), the finality of next Office action may be
suspect. For example, it is not uncommon for an Office action to
reject some claims based on art (e.g., 35 U.S.C. §102 (anticipation)
and/or 35 U.S.C. §103 (obviousness)) and to reject other claims based
on technical (non-art) grounds. When the technical rejection of a
claim is traversed by argument alone and no other grounds for
rejection of that claim are presented, the finality of a next Office
action rejecting that claim is precluded.

These limited circumstances precluding finality are not common and
other issues sometimes camouflage them. Nevertheless, when they
are present, a well-informed applicant can help himself or herself
avoid an improper final Office action (along with the cost and
inconvenience of having to prepare a paper asking for the
withdrawal of that finality).

The following are some examples of ways to advise the Office, in a
response to a non-final Office action, that a subsequent Office
action cannot properly be made final.

1. Example – The Office Action Wholly Fails to Acknowledge a Claim

In this circumstance, a response might include a section such as:

    Finality of the Next Action Is Precluded

    Lastly, Applicant respectfully requests that the Office confirm
the status of independent claim 19, which was not addressed by the
Office Action. Applicant respectfully submits that the Office’s
failure to acknowledge claim 19 precludes the finality of a next
Office action rejecting that claim, because such a rejection will not
have been necessitated by either a claim amendment or based on
information from an information disclosure statement. (See MPEP §
706.07(a)).

2. Example - The Office Action Fails to Specifically Reject a Claim in
the Detailed Action – An Arguable Absence of a Prima Facie Case
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In this situation, a response might include a statement like the
following:

    Finality of the Next Action Is Precluded

    Applicant notes the Office Action does not specifically reject
independent claim 19. Indeed, although the Summary of the Office
Action indicates that claim 19 stands rejected, the Detailed Action
omits any explanation of how any cited art anticipates [or renders
obvious] this claim. Applicant respectfully submits that this
omission amounts to a failure to articulate a prima facie case of
unpatentablity and the burden to rebut this “rejection” has not yet
shifted to the Applicant. Consequently, a next Office action
rejecting claim 19 cannot properly be made final since only then
would the Applicant be obligated to rebut the rejection, presuming
that such an Office action sets forth a prima facie case. (See MPEP §
706.07(a)).

3. Example - The Office Action Makes Only a Rebutted Technical
(Non-Art) Rejection Against a Claim

Here, an appropriate response might include a section like the
following:

    Accordingly, Applicant respectfully requests favorable
reconsideration and withdrawal of the rejection under 35 U.S.C. §
101.

    Finality of the Next Action Is Precluded

    Applicant notes the absence of an art rejection against
independent claim 19 and respectfully submits that a next Office
Action rejecting this claim under any section of Title 35 of the
United States Code other than 35 U.S.C. § 101 cannot properly be
made final because such a rejection will not have been necessitated
by a claim amendment or based on information from an information
disclosure statement. (See Section 706.07(a) of The Manual of
Patent Examining Procedure).

Conclusion

U.S. Patent Office rules preclude the finality of an Office action in
certain limited circumstances. Keeping these circumstances in mind
when responding to non-final Office actions, and using techniques
like those discussed above, may help an applicant avoid improper
final rejections, without having to incur the expense and
inconvenience of having to request the withdrawal of improper
finality. So, when appropriate circumstances are present, consider
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memorializing, in responses to non-final Office actions, reasons why
finality of a next Office action would be improper.


